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Applicant herewith submits to the United States Designated/Elected Office (DO/EO/US) the following items under 35 USC 371: 



1. 




This is a FIRST submission of items concerning a filing under 35 USC 371. 


2. 


□ 


This is a SECOND or SUBSEQUENT submission of items concerning a filing under 35 USC 37L 


3. 




This express request to begin national examination procedures (35 USC 371 (0j at any time rather than delay examination 






until the expiration of the applicable time limit set in 35 USC 371 (b) and PCT Articles 22 and 39(1). 


4. 




A proper Demand for International Preliminary Examination was made by the 19th month from the earliest claimed 






nrioritv date 


5. 




A copy of the International Application as riled 35 USC 371(c)(2). 




a. 


□ is transmitted herewith (required only if not transmitted by the International Bureau). 




b. 


1^ has been transmitted by the International Bureau. 




c. 


□ is not required, as the application was filed in the United States Receiving Office (RO/US). 






A translation of the International Application into English (35 USC 371(c)(2)), 






Amendments to the claims of the International Application under PCT Article 19 (35 USC 371(c)(3)) 




a. 


□ are transmitted herewith (required only if not transmitted by the International Bureau) . 




b. 


□ have been transmitted by the International Bureau. 




c. 


□ have not been made; however, the time limit for making such amendments has NOT expired. 




d. 


a have not been made and will not be made. 




n 


A translation of the amendments to the clakns under PCT Article 19 (35 USC 371(c)(3)). 






An oath or declaration of the inventor (s) (35 USC 371(c) (4)), ( □ Executed ^ Unexecuted) 






3 A translation of the annexes to the International Preliminary Examination Report under PCT Article 36 



(35 USC 371(c)(5)). 



Items 11 to 16 below concern other document(s) or information included: 

11 . □ An Information Disclosure Statement under 37 CFR 1.97 and 1.98. 

♦ 

12. □ An assignment document for recording. A separate cover sheet in compliance with 37 CFR 3.28 and 3.31 is included. 

"> 

13. ^ A FIRST preliminary amendment. 

□ A SECOND or SUBSEQUENT preliminary amendment. 

14. a A substitute specification. 

15. □ A change of power of attorney and/or address letter. 

16. ^ Other items or information: 1 sheet formal drawing 
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Apnlication Number (if Known) 

0^/926011 



International Application Number 

PCT/EPOO/01272 



Attorney 's Docket Numbei* 
HAGH3001/JEK 



Calculations 



PTO USE ONLY 



17. The following fees are submitted: 
Basic National Fee (37 CFR L492(a)(l)-(5)): 

^ Search report has been prepared by the EPO or JPO $860.00 

Q International Preliminary Examination Fee paid to USPTO (i7CF/? i.^S2) $690.00 

□ No International Preliminary Examination Fee paid to USPTO (37 CFR 1.482) 

but International Search Fee paid to USPTO (37 CFR L445(a)(2)) $710.00 

□ Neither International Preliminary Examination Fee (37 CFR 1.482) nor 

International Search Fee (37 CFR L445(a)(2)) paid to USPTO $1000.00 

D International Preliminary Examination Fee paid to USPTO (37 CFR 1.482) 

and all claims satisfied provisions of PCT Article 33(l)-(4) $100.00 



ENTER APPROPRIATE BASIC FEE AMOUNT 



860.00 



Surcharge of $130.00 for furnishing the oath or declaration later than □ 20 □ 30 
months from the earliest claimed priority date (37 CFR 1, 492(e)). 



Claims 



Number Filed 



NUMBER Extra 



Rate 



Total Claims 



-20 



X $18.00 



In^dfpendent Claims 



1 



-3 = 



X $80.00 



Mlftiple Dependent Claims (if applicable) 



+ $270.00 



TOTAL OF ABOVE CALCULATIONS 



270.00 



Reliction by V2 for filing by small entity, if applicable. Small Entity Status is 
aspfrted pursuant to 37 CFR 1.27 for this application. 



SLTBTOTAL 



1,130.00 



Professing fee of $130.00 for furnishing the English translation later than □ 20 □ 30 
months from the earliest clauned priority date (37 CFR L492(f)). 



TOTAL NATIONAL FEE 



1,130.00 



F^|¥or recording the enclosed assignment (37 CFR 1.2 1(h)). The assignment must be 
aciSmpanied by an appropriate cover sheet (37 CFR 3. 28, 3. 31) . $40.00 per property. 



TOTAL FEES ENCLOSED 



1,130,00 



liliii 



Amount to be: 



Refunded: 



ChaT^reA'. 



a. ^ A check in the amount of $ 1.130.00 



to cover the fees is enclosed. 



to cover the above fees. 



b. Q Please charge my Deposit Account Number 02-0200 in the amount of _| 

A duplicate copy of this sheet is enclosed. 

c. ^ The Commissioner is hereby authorized to charge any additional fees which may be required, or credit any 

overpayment to Deposit Account Number 02-0200. A duplicate copy of this sheet is enclosed. 
Note: Where an appropriate time limit under 37 CFR 1.494 or 1.495 has not been met, a petition to revive (37 CFR 1.137(a) or 

(b)) must be filed and granted to restore the application to pending status. 



Respectfully submitted, 



Customer 23364 

BACON & THOMAS, PLLC 

625 SLATERS LANE - FOURTH FLOOR 
ALEXANDRIA, VIRGINL\ 223124-1176 
(703) 683-0500 

DATE: 14 August 2001 
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PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

International Patent Application 
No. PCT/EPOO/01273 

PCT/DO/EO/US 

International Filing Date: 16 February 2000 

Applicant: Yahya HAGHIRI et al. Attorney Docket: HAGH3003/JEK 

For: PORTABLE DATA SUPPORT WITH A REMOVABLE MINI CHIP CARD 

PRELIMINARY AMENDMENT 

Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

This paper accompanies documents submitted to establish the U.S. national 
stage of the above-identified international patent application. 

The international patent application was amended under POT Article 34 and the 
claims as-amended are annexed to the International Preliminary Examination Report 
(IPER). A translation of the amended claims has been submitted. 

Before calculation of the filing fee and before examination, please amend the 
application as follows: 

IN THE CLAIMS : 

Please amend the translation of claims as annexed to the IPER as shown on the 
appended APPENDIX OF CLAIMS. Also appended hereto an APPENDIX OF 
MARKED UP CLAIMS showing the changes which have been made to the article 34 
amended claims. 



International Application No. PCT/EPOO/01273 
Attorney Docket: HAGH3003/JEK 



REMARKS 



Ail rights are reserved to the original claimed subject matter. The claims have 
been amended to reduce the filing fees and to better conform to U.S. claim format. 
Examination of the application as amended is respectfully requested. 




Customer 23364 625 Slaters Lane - 4*^ Floor 



Alexandria, VA 22314-1176 
Telephone: (703) 683-0500 
Facsimile: (703) 683-1080 

Date: August 14, 2001 
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APPENDIX OF CLAIMS 

1 (Amended). A portable data carrier (1 ) comprising: 

a chip module (41) having contact surfaces (4) connected with an 
integrated circuit of the module, the chip module (41) being disposed in a gap of the 
card body (1 ) and held in said gap by means of a detachable adhesive bond, and the 
chip module (41) further being disposed within a mini smart card (3); 

the mini smart card (3) being disposed within a gap of the card body 
(1) and held therein by means of a detachable adhesive bond. 

2(Amended). A portable data carrier according to claim 1 , wherein the mini 
smart card (3) is disposed in a gap of a further mini smart card (2) which is fastened 
by means of a detachable adhesive bond in a gap of the card body (1 ) or a gap of 
at least one further mini smart card. 

3(Amended). A portable data carrier according to either of claims 1 and 2, 
wherein the different mini smart cards (2,3) and the module (41) have different 
thicknesses. 

4(Amended). A portable data carrier according to claim 1 or 2, wherein at 
least one of the different mini smart cards (2,3) is separated from the remaining card 
body by a free punch and connected therewith only by at least one card body bar. 

5(Amended). A portable data carrier according to claim 1 or 2, wherein at 
least the bottom of the gap for a mini smart card in the ID-000 format is dimensioned 
so thin that a removed mini smart card has standard dimensions. 
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International Application No. PCT/EPOO/01273 
Attorney Docket: HAGH3003/JEK 

APPENDIX OF MARKED-UP VERSION OF CLAIMS 

1 (Amended). A portable data carrier (1) [with] comprising: 

a chip module (41) having contact surfaces (4) connected with an 
integrated circuit of the module, the chip module (41 ) being disposed in a gap of the 
card body (1) and held in said gap by means of a detachable adhesive bond, 
[characterized in that] and the chip module (41) [is] further being disposed within a 
mini smart card (3)[,] ; 

the mini smart card (3) being disposed within a gap of the card body 
(1 ) [in which it is] arid held therein by means of a detachable adhesive bond. 

2(Amended). A portable data carrier according to claim 1 , [characterized in 
that the stated] wherein the mini smart card (3) is disposed in [the] a gap of a further 
mini smart card (2) which is fastened by means of a detachable adhesive bond in 
[the] a gap of the [data carrier] card body (1 ) or [the] a gap of at least one further mini 
smart card. 

3(Amended). A portable data carrier according to either of claims 1 and 2, 
[characterized in that] wherein the different mini smart cards (2,3) and the module 
(41) have different thicknesses. 

4(Amended). A portable data carrier according to [any of claims 1 to 3, 
characterized in that] claim 1 or 2, wherein at least one of the different mini smart 
cards (2,3) is separated from the remaining card body by a free punch and 
connected therewith only by at least one card bodv bar. 

5(Amended). A portable data carrier according to [any of claims 1 to 3, 
characterized in that] claim 1 or 2, wherein at least the bottom of the gap for a mini 
smart card in the ID-000 format is dimensioned so thin that [the] a removed mini 
smart card has standard dimensions. 
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[amendment corresponds to p. 2 of German original] 
„ Portable data carrier with a removable mini smart card 



The present invention relates to a portable data carrier with at least one remov- 
able mini smart card according to the preamble of claim 1. 

In known mobile radio systems, for example a GSM mobile radio system, the 
SIM (subscriber identity module) can be present in two different card formats. Mo- 
bile phones intending frequent change of the SIM usually employ the ID-1 card for- 
mat since the large card simplifies handling during a change. For mobile phones in- 
tending a change of SIM only rarely or not at all, or for very small mobile phones, 
the so-called plug-in SIM in the ID-000 format has become established. In order to 
make it easier to provide substantially prepersonalized smart cards for mobile radio 
use, smart cards for mobile radio use are normally provided with a punching permit- 
ting the plug-in (mini smart card) to be broken out without much trouble. 

From the German print DE-A 40 07 221 it is known to dispose a mini smart 
card in the ID-000 format in a card with the standard ID-1 format, the mini smart 
card being surroimded by a punching, i.e. a free punch, with only one or more bars 
being retained to hold the mini smart card in the card body. 

European patent application EP-A 0 495 216 furthermore discloses an ID card 
with a microprocessor, the microprocessor with its contact surfaces being disposed 
on a standard smart card (ID-1 format) at the place fixed by the standard. The mi- 
croprocessor and its contact surfaces are surrounded on three sides by a free punch 
in the form of a plug-in (mini smart card in the ID-000 format) while the fourth side 
of the carrier has hinge-like notching. 

This makes it possible for the standard card to be used with the plug-in not 
broken out in mobile radio devices which intend frequent change of the SIM, while 
the break-out plug-in is used as a "mini smart card" in smaller mobile radio devices 
or devices usually not intending a change of SIM, 

From US-PS 5,581,065 and EP-A 0 869 452 it is known to glue a plug-in in the 
ID-000 format into the gap of a card body. The plug-in can be detached from the 
card body for use in a mobile radio device which uses the mini smart card. The ad- 
vantage of this assembly 
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is that when the plug-in is taken out no bars remain that might alter the exact place- 
ment in the mounting of a mobile radio device. 

With increasing miniatmization of mobile radio devices, however, the problem 
arises that even the mini smart card in the ID-000 format is still too large. 

It is therefore the problem of the invention to provide a smart card with a plug- 
in which permits further reduction in size of the mini smart card, all card formats 
being reliably separable from each other or it being readily possible to remove the 
plug-in from the remaining card body, while at the same time plug-in and card body 
form a stable unit in case the plug-in stays in the remaining card body. 

This problem is solved starting out from the features of the preamble of claim 1 
by the characteriziQg features of said claim. 

Advantageous embodiments of the invention are stated in the dependent 
claims. 

The basic idea of the invention is that, in particular for very small mobile radio 
devices, a chip module is disposed in the card body by means of an adhesive bond, 
the adhesive bond being detachable in order to optionally remove the chip module 
from the card body. The inventive solution permits the space required for the SIM in 
the mobile radio device to be reduced to what is absolutely necessary, namely the 
chip module. 

An advantageous embodiment of the invention provides for the chip module to 
be disposed, for better handling, in a gap of a mini smart card which is smaller than 
the usual ID-000 format used in mobile radio devices at present. 

According to another advantageous embodiment of the invention, it is provided 
that the reduced mini smart card is disposed again by means of a detachable adhe- 
sive bond in the gap of a ftirther mini smart card, for example in the ID-000 format. 
This permits use in conventional mobile radio devices as well. 

In the following, the invention will be explained in more detail with reference 
to Figs. 1 and 2, in which: 

Fig. 1 shows a plan view of the inventive portable data carrier, and 

Fig. 2 shows a cross section through said data carrier. 



Fig. 1 shows portable data carrier 1 with mini smart card 2 disposed therein. 
Said mini smart card can advantageously have the ID-000 format, but larger or 
smaller ones are of course likewise possible. Within the mini smart card there is fur- 
ther miniaturized plug-in 3. Portable data carrier assembly 1 also contains IC module 
41 with contact surfaces 4. Without limiting the generality, card body 1 of Fig. 1 
contains plug-ins of different sizes which are each disposed in a gap and glued de- 
tachably to the bottom of said gap. Only one of the possibilities shown can of course 
also be present, for example only one gap with module 41, or a plurality of card 
sizes can be realized. 

Fig. 2 shows schematically a cross section through the portable data carrier as- 
sembly. Here, too, one sees the embedding of different mini smart cards 2, 3 and 
module 41. Module 41 is connected with mini smart card 3 by means of an adhesive 
bond at the bottom of the gap. The adhesive bond can be produced for example by 
an adhesive film disposed at the bottom of the gap or on the underside of the mod- 
ule. Such a coimection also exists between mini smart card 3 and mini smart card 2, 
and between mini smart card 2 and portable data carrier assembly 1. 

Figs. 1 and 2 show, without limiting the generality, portable data carrier 1 with 
mini smart cards and a module in altogether three different sizes and thicknesses. It 
is of course also possible to insert module 41 directly into the gaps of card body 1 
which is adapted to the module in terms of size, or to provide further mini smart card 
formats. 

The advantage of the inventive data carrier is that the different plug-ins also 
have different thicknesses so that the miniaturization relates not only to the horizon- 
tal dimensions but also to the vertical ones. In particular for a plug-in size in the ID- 
000 format one can also use a conventional punching in order to obtain a plug-in 
conforming to standards. 
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1. A portable data carrier (1) with a chip module (41) having contact surfaces 
(4) connected with an integrated circuit of the module, the chip module (41) being 
disposed in a gap of the card body (1) and held in said gap by means of a detachable 
adhesive bond, characterized in that the chip module (41) is disposed within a mini 
smart card (3), the mini smart card (3) being disposed within a gap of the card body 
(1) in which it is held by means of a detachable adhesive bond. 

2. A portable data carrier according to claim 1, characterized in that the stated 
mini smart card (3) is disposed in the gap of a further mini smart card (2) which is 
fastened by means of a detachable adhesive bond in the gap of the data carrier (1) or 
the gap of at least one further mini smart card. 

3. A portable data carrier according to either of claims 1 and 2, characterized in 
that the different mini smart cards (2, 3) and the module (41) have different thick- 
nesses. 

4. A portable data carrier according to any of claims I to 3, characterized in 
that at least one of the different mini smart cards (2, 3) is separated from the remain- 
ing card body by a free punch and connected therewith only by at least one bar. 

5. A portable data carrier according to any of claims 1 to 3, characterized in 
that at least the bottom of the gap for a mini smart card in the ID-000 format is so 
thin that the removed mini smart card has standard dimensions. 
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FIG.1 




FIG.2 



Arrcv*rt6Y/DocKi:TNo: HAGH3003/JEK 

Declaration for Patent Application and Appointment of attorney 

As a below named inventor. [ hereby declare chat my residence, post office address and citizenship are as stated below ne^xi co my 
niimc; I believe thai I am ^he original, first and sole inventor (if only one naitie is Ii:;ced below) or an original, tlrsc and joint inventor (if plui-al 
names arc listed below) of the subject matter which is claimed and for which a patent is sought on the invention (Design, if appticublc) entitled' 

portable data support with a rjemovable mint chip Card 

the specification of which (check one): 

□ is arcached hereto, or E3 was tiled on: 16 February 2000 as U.S. Application Number or PCT 

(nternfttionai Application Number: (PCT/EP00/0I273) 09/926,011 and (if applicable) was amended on: 

I hereby sface chac 1 have raviow,cd und understand the coniencs of the above-identified specificatiun, including the claims, as amended by ;my 
amcndnient(s) referred ro above. I acknowledge the duty to disclose information which is material lo palentabiUty as defined in TuU 37, Code 
of Federal Regulations, §1.36. 1 hereby claim foreign priority benefits under 77//e JJ, UnUed States Cods §119 of any foreign applicadon(s) for 
patent or inventor's certificate listed beJow and have also identified below any foreign application for patent or inventor's certificate having a 
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( HSftSaY CLAIM THE SGNGFIT UNOeR T}TLE 35 U,S. CODE §1 1 9(E) OF ANY U.S. PROVISIONAL APPLICATIONS LISTED BELOW, 


Application Number 


Day/MonthA'ear Filed 











O Additional Provisional AppiicaiiQn(s) Listed on Following Page(s) 
i hereby claim the benefit under T'als 35, United States Coda, ^12Q of any United Scales appUcation(3) or PCT international 
- applEcarton(s) designating The United Slates of America listed below and> insofar as the subject matter of each of the claims of this application is 
not disclosed in ihat/cho.^e prior applicatian(s) in the manner provided by the fn*st paragraph of T/i/e 35, United States Code, §112, 1 acknowledge 
. the duty to disciose information which is material to patcntiibilily as defined in Title 37, Code of Fadaral Rsgulations, f/.id" which became 



AppHcation Number 


Filing Data 


Status - Patented, Pending or 
Abandoned 















a Additional US/PCT Priority Appltcation(s) listed on Following Page(s) 
J I hereby declare thac all statements made herein of my own knowledge are true and that all statements made on information and belief 

arc believed to be true; and further thiit these statements were made with rhc knowledge chat willful faisiG statements and the like so made are 
punishable by fine or imprisonment, or both, under i-tfc*/ic;/t }00i of title 13 of ihs United Sratcs Code and that .such willful false statements may 
jefijj^i^a the validity of the application or any patent issued thereon. 




POWER OF ATTORNEY: I (We) hereby appoint as my (our) attorneys, wlch full powers of substicucioa and revocation, to proisecutc 
this applicuiion and transact ail business in the Patent and Trademark Office connected therewich: J. Ernest Kenncy, Reg. Na J^9, 179;. Eugene 
Mar. Reg. Ma.aiS93; Richard E, Fichter, Reg. NQ^ j,3S2; T homas J. Moore, Reg. No,_2S^974^ Joseph DeBenedictis, Rejj, No^J.^502^ 
Benjamin £. Urcia, Reg. N o. 33j j05^and 

I(wc) authorize niy(our) attorneys to accept and follow instructions from Klunker Schmitt-Nilson Htrsch regarding any matter related to 
the preparation, examination, gran[ and maintenance of this application, any continuation, continuation-in-part or divisional based thereon, and 
any patent resulting therefrom, until i(we) or my(Qur) assigns vyithdraw this authorization in writing. 
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BACOiS & TWOiVlAS, PLLC 

625 Slaters Lane - 4'^ Floor 
Alexandria, VA 22314-1176 



Telephone Calls to; J. Ernest Kcnney 
(703) 633-0500 



Full Nams q*^ First oa So^£ Inventor 
i^C^ Yahya HAGHIRI _ 


QTIZENSHIP j^^^^ .^^^j^ 


ResiaeNCs Aoorsss 

Winzerexstrasse 98, D-30797J^liincht^Gen7iany 


Post OFFiCE address ts the same aii Residence address unless 
oTHsawise shown aetow 




Touba HAGHIRI 

as heir of Yahya HAGHIRI 
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German 
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